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DETAIL ACTION 
Claim Rejection - USC 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1-3, 6, and 7 are rejected under U.S.C. 103(a) as being unpatentable over 
US Patent Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 
2002/0007329, hereinafter "Alcaly"), Gaini (Pub. No.: US 2002/0147672, hereinafter 
"Gaini"), and US Patent Number 5,619,695 to Arbabi (hereinafter "Arbabi"), and further 
in view of In Re Alter (1 05 USPQ 233, 235; 220 F2d 454, CCPA 1 955). 

As per claim 1 , Lear teaches a method for constructing a population of asset 
allocation alternatives, comprising the steps of: 

providing investment performance data for a plurality of securities (see column 2, 
line 49-51 , and column 4, line 35-37); 

grouping these securities on the basis of this performance data into one of a 
plurality of market sectors (see column 8, line 3-1 1 , it is implied that similar securities 
are grouped together); 

determining a series of periodic investment returns of each of the securities (see 
column 2, line 35-38); 

Examiner notes however, Lear does not teach generating a series of the average 
of periodic investment returns for the population of securities within each of the plurality 
of market sectors; 

determining a minimum allocation percentage increment for each of the market 

sectors; 

determining allocation alternatives from the application of multiples of this 
minimum allocation percentage increment for each of the market sectors; 

creating a list of the all possible allocation alternatives that can be determined 
from the application of all multiples of this minimum allocation percentage increment 
for all determined market sectors; 
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calculating a series of weighted-average periodic returns for each of the 
allocation alternatives; and 

calculating analysis-period measures of investment performance for the 
population of all possible allocation alternatives and the series of weighted-average 
periodic returns. 

Arbabi teaches determining a minimum allocation percentage increment for each 
group (see column 6, line 3-6), and the present invention groups assets by market 
sectors. Arbabi also teaches determining allocation alternatives from the application of 
multiples of this minimum allocation percentage increment (see column 6, line 3-6). 

In re Aller teaches routine experimentation. In view of this case, performing 
routine procedure to determine allocation alternatives is considered obvious to one of 
orderinary skill in the art. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to determine a minimum allocation percentage 
increment for each of the market sectors; and determine allocation alternatives from the 
application of multiples of this minimum allocation percentage increment for each of the 
market sectors. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find all allocation alternatives. 

Gaini teaches creating a list of the all possible allocation alternatives that can be 
determined from the application of all multiples of this minimum allocation percentage 
increment for all determined market sectors (see Fig 7 and Fig 8). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to create a list of the all possible allocation 
alternatives. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to show all allocation alternatives. 

Alcaly teaches generating a series of the average of periodic investment returns 
for the population of securities within each of the plurality of market sectors (see 
paragraph 0014 and 0015, "indices" are combinations of different assets, which are the 
same as allocation alternatives); 

calculating a series of weighted-average periodic returns for each of the 
allocation alternatives (see paragraph 0015); and 

calculating analysis-period measures of investment performance for the 
population of infinite number of combination and the series of weighted-average 
periodic returns (see paragraph 0015). 

In re Aller teaches using routine experimentation to find optimum rages is an 
obvious modification over the prior art. Applicant's invention repeats analysis for all 
possible allocation alternatives in order to find the best allocation of investment. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to generate a series of the average of periodic 
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investment returns for the population of securities within each of the plurality of market 
sectors; calculate a series of weighted-average periodic returns for each of the 
allocation alternatives; and include all possible allocation alternatives for a plurality of 
analysis periods made from a series of weighted periodic returns. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find the optimum allocation. 

As per claim 2, Lear does not teach the population of allocation alternatives is 
comprised of populations of all possible allocation alternatives for a plurality of analysis 
periods made from a series of weighted periodic returns. 

Alcaly teaches weighted average return and the population of allocation 
alternative is comprised of populations of infinite number of weighting combination (see 
paragraph 0015). 

In re Alter teaches using routine experimentation to find optimum rages is an 
obvious modification over the prior art. Applicant's invention repeats analysis for all 
possible allocation alternatives in order to find the best allocation of investment. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to include all possible allocation alternatives for a 
plurality of analysis periods made from a series of weighted periodic returns. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find the optimum allocation. 

As per claim 3, Lear teaches the number of market sectors is five (see column 8, 

line 3-11). 

As per claim 6, Lear does not teach the market sector allocations are determined 
in minimum allocation percentage increments of 5 percent. 

Arbabi teaches the market sector allocations are determined in minimum 
allocation percentage increments of 5 percent (see column 6, line 3-6). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to set the minimum allocation percentage increments 
to 5 percent. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to provide some boundary for calculation. 

As per claim 7, Lear does not teach a total of 10,626 allocation alternatives are 
provided as the population of all possible allocation alternatives for each analysis 
period. 

Alcaly teaches infinite numbers of combinations are provided as the population of 
all possible allocation alternatives for each analysis period (paragraph 0015). 

In re Aller teaches using routine experimentation to find optimum rages is an 
obvious modification over the prior art. Applicant's invention repeats analysis for all 
possible allocation alternatives in order to find the best allocation of investment. 
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It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to include a total of 10,626 allocation alternatives for 
analysis. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find the optimum allocation. 



Claim 4 is rejected under U.S.C. 103(a) as being unpatentable over US Patent 
Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 2002/0007329), Gaini 
(Pub. No.: US 2002/0147672), and US Patent Number 5,619,695 to Arbabi, and further 
in view of In Re Aller (1 05 USPQ 233, 235; 220 F2d 454, CCPA 1 955), and further in 
view of US Patent Number 5,812,987 to Luskin et al (hereinafter "Luskin"). 

As per claim 4, Lear does not teaches the plurality of securities includes the type 
known as book-valued collective investment funds. 

Luskin teaches the plurality of securities includes the type known as book-valued 
collective investment funds (se column 1 , line 40-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to include collective investment funds. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to provide more investment option. 



Claim 5 is rejected under U.S.C. 103(a) as being unpatentable over US Patent 

Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 2002/0007329), Gaini 

(Pub. No.: US 2002/0147672), and US Patent Number 5,619,695 to Arbabi, and further 

in view of In Re Aller (1 05 USPQ 233, 235; 220 F2d 454, CCPA 1 955), and further in 

view of Official Notice. 

As per claim 5, Lear teaches the series of analysis period investment 
performance measures the performance of the allocation for the past 20 years (see 
column 4, line 35-37, and column 5, line 9-1 1 , and Table 1 ). Examiner notes, Lear does 
not teach measures area series of five-year analysis periods initiated each quarter over 
the past forty years. 



Application/Control Number: 10/604,699 
Art Unit: 4172 



Page 6 



Official notice is given that it is old and well known to use forty years of quarterly 
past performance instead of twenty years for allocation performance measure. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to measures area series of five-year analysis periods 
initiated each quarter over the past forty years. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to increase accuracy of calculation. 



Claim 8, 9, 11, 12, 14-17 are rejected under U.S.G. 103(a) as being unpatentable 
over US Patent Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 
2002/0007329), Gaini (Pub. No.: US 2002/0147672), and US Patent Number 5,619,695 
to Arbabi, and further inview of the Purcell (Pub. No.: US 2003/01236054, hereinafter 
"Purcell"), and further in view of In Re Aller (105 USPQ 233, 235; 220 F2d 454, CCPA 
1955). 

As per claim 8, Lear teaches a method of selection and evaluation of investment 
portfolio asset allocation strategies, comprising the steps of: 

acquiring performance data for a population of similar investments (see column 
2, line 49-51 , and column 4, line 35-37); 

calculating the average of these periodic returns and a measurement of the 
variance of the periodic returns around this average for each investment (see column 5, 
line 9-15, and Table 1); 

grouping the investments into categories of investments having uniquely similar 
levels and patterns of investment risk, known as asset classes (see column 8, line 3-1 1 , 
it is implied that similar securities are grouped together); 

calculating the performance statistics for each allocation alternative for each 
analysis-period (see column 5, line 9-15, and Table 1); 

and standardizing population-comparison statistics by recalculating the statistics 
to a standard scale in terms of deviation of the measure from a population average (see 
column 5, line 9-15). 

Examiner notes however, Lear does not teach calculating a series of average of 
the periodic returns for the population of securities within each asset class; 

constructing a set of all possible asset allocation strategies from the combination 
of all multiples of the minimum allocation percentage increment from each asset 
class; 

calculating a series of periodic returns generated by each allocation alternative 
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by multiplying the asset-class average periodic return by the percent of portfolio assets 
allocated to that asset class for each allocation alternative; 

calculating population-comparison statistics for each analysis-period; 

generating categories of allocation alternatives within each analysis-period 
population based on similar population-comparison statistics; 

comparing the statistics across a time-series of analysis-period populations. 

Alcaly teaches calculating a series of average of the periodic returns for the 
population of securities within each index (see paragraph 0015). Index is a combination 
of assets. In applicant's invention, the assets are grouped by asset class, and thus 
creating an index. Alcaly also teaches calculating a series of periodic returns generated 
by each allocation alternative by multiplying the asset-class average periodic return by 
the percent of portfolio assets allocated to that asset class for each allocation alternative 
(see paragraph 0015, each allocation alternative is a combination of assets, which can 
be considered as an index); 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to include calculating a series of average of the 
periodic returns for the population of securities within each asset class; and calculating 
a series of periodic returns generated by each allocation alternative by multiplying the 
asset-class average periodic return by the percent of portfolio assets allocated to that 
asset class for each allocation alternative 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find the optimum allocation. 

Arbabi teaches setting up a minimum allocation percentage (see column 6, line 

3-6). 

Gaini teaches constructing a set of possible asset allocation strategies from the 
combination of each asset class (see Fig 7 and Fig 8). 

In re Aller teaches performing routine experimentation, which makes it possible 
to perform routine calculation to determine all possible combination of assets. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the teaching of Arbabi, Gaini, and Lear to construct a set of all 
possible asset allocation strategies from the combination of all multiples of the minimum 
allocation percentage increment from each asset class; 

One of ordinary skill in the art would have been motivated to modify the 
reference in order to find the optimum allocation. 

Purcell teaches calculating population-comparison statistics for each analysis- 
period (see paragraph 0027); 

generating categories of allocation alternatives within each analysis-period 
population based on similar population-comparison statistics (see paragraph 0027, prior 
art discloses "representing portfolios that offer essentially the same best-diversification 
benefits as portfolios along the theoretical curve but are more practical targets for 
investors to obtain and maintain," which is effectively creating at least two categories); 
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standardizing population-comparison statistics by recalculating the statistics to a 
standard scale in terms of deviation of the measure from a population average and 
comparing the statistics across a time-series of analysis-period populations (see 
paragraph 0027). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to calculate population-comparison statistics, generate 
categories of allocation alternatives within each analysis-period population based on 
similar population-comparison statistics, and standardize population-comparison 
statistics by recalculating the statistics to a standard scale in terms of deviation of the 
measure from a population average and comparing the statistics across a time-series of 
analysis-period populations. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find and present to the users the optimum allocation. 

As per claim 9, Lear teaches the performance data is publicly traded stocks and 
bonds (see column 8, line 3-6). 

As per claim 1 1 , Lear teaches the performance data acquired is a set of 
calculated investment returns for a contiguous set of time periods for each investment 
(see column 5, Table 1 , prior art shows a contiguous set of investment return for a 20- 
year period). 

As per claim 12, Lear does not teach an analysis-period population is comprised 
of 10,626 allocation alternatives. 

Alcaly teaches an analysis-period population is comprised of infinite numbers of 
combinations (paragraph 0015). 

In re Aller teaches using routine experimentation to find optimum rages is an 
obvious modification over the prior art. Applicant's invention repeats analysis for all 
possible allocation alternatives in order to find the best allocation of investment. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to include a total of 10,626 allocation alternatives for 
analysis. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to find the optimum allocation. 

As per claim 14, Lear does not teaches the calculation of the average of the 
periodic returns for each asset class by average weighted by asset size. 

Alcaly teaches the calculation of the average of the periodic returns for each 
asset class by average weighted by asset size (see paragraph 0015, the "proportion of 
each dollar invested" determines the asset size). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to calculate the average of the periodic returns for 
each asset class by average weighted by asset size. 
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One of ordinary skill in the art would have been motivated to modify the reference 
in order to clarify the weighting method. 

As per claim 16, Lear teaches the population comparison statistics include 
average return and periodic returns variance (see column 5, line 9-15, and Table 1). 

As per claim 17, Lear teaches the population-comparison statistics include 
differential return and the average and variance of average returns and returns variance 
for the population of categories of that population (see column 4, line 25-30, and column 
5, Table 1). 



Claim 10 is rejected under U.S.C. 103(a) as being unpatentable over US Patent 
Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 2002/0007329), Gaini 
(Pub. No.: US 2002/0147672), and US Patent Number 5,619,695 to Arbabi, and further 
inview of the Purcell (Pub. No.: US 2003/01236054, hereinafter "Purcell"), and further in 
view of In Re Alter (105 USPQ 233, 235; 220 F2d 454, CCPA 1955), and further in view 
of US Patent Number 5,81 2,987 to Luskin et al. 

As per claim 10, Lear teaches the performance data is mutual funds (see column 

5, line 10-12). Examiner notes however, Lear does not teach the performance data to 
be variable annuities and other book-valued collective investment funds. 

Schirripa teaches the performance data includes variable annuities (see column 

6, line 31-34). 

Luskin teaches the performance data includes book-valued collective investment 
funds (se column 1, line 40-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to include variable annuities and collective investment 
funds. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to provide more investment option. 



Claim 13 is rejected under U.S.C. 103(a) as being unpatentable over US Patent 
Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 2002/0007329), Gaini 
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(Pub. No.: US 2002/0147672), and US Patent Number 5,619,695 to Arbabi, and further 
inview of the Purcell (Pub. No.: US 2003/01236054, hereinafter "Puree!!"), and further in 
view of In Re Alter (1 05 USPQ 233, 235; 220 F2d 454, CCPA 1 955), and further in view 
of Officia! Notice. 

As per claim 1 3, Lear does not teach the ca!cu!ation of the average of the 
periodic returns for each asset class is by arithmetic average. 

Official notice is given that using arithmetic average is old and well known in the 
mathematics art. 

!t would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to specify the calculation of the average of the periodic 
returns for each asset class is by arithmetic average. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order to clarify the method of calculation. 



Claim 15 is rejected under U.S.C. 103(a) as being unpatentable over US Patent 
Number 6,912,509 to Lear, in view of Alcaly et al (Pub. No.: US 2002/0007329), Gaini 
(Pub. No.: US 2002/0147672), and US Patent Number 5,619,695 to Arbabi, and further 
inview of the Purcell (Pub. No.: US 2003/01236054, hereinafter "Purcell"), and further in 
view of In Re Aller (1 05 USPQ 233, 235; 220 F2d 454, CCPA 1 955), and further in view 
of Chacko et al. (Pub. No.: US 2003/0120568, hereinafter "Chacko"). 

As per claim 1 5, Lear does not teach the calculation of the average of the 
periodic returns for each asset class by average weighted by market value. 

Chacko teaches the calculation of the average of the periodic returns for each 
asset class by average weighted by market value (see paragraph 021 1). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the reference to calculate the average of the periodic returns for 
each asset class by average weighted by market value. 

One of ordinary skill in the art would have been motivated to modify the reference 
in order clarify the weighting method. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Hao Fu whose telephone number is (571) 270-3441 . 
The examiner can normally be reached on Mon-Fri/Mon-Thurs 7:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dixon can be reached on (571 ) 272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hao Fu 
Examiner 
Art Unit 3609 

/Thomas A Dixon/ 

Supervisory Patent Examiner, Art Unit 4172 



